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DETAILED ACTION 

This office action is in response to the appeal brief filed on 06/05/2009. 

In view of the Remarks and the Appeal brief filed on 06/05/2009, PROSECUTION IS 
HEREBY REOPENED. Reasons for reopening are set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 
two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply under 37 
CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed by an 
appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and appeal brief fee 
can be applied to the new appeal. If, however, the appeal fees set forth in 37 CFR 41 .20 have 
been increased since they were previously paid, then appellant must pay the difference between 
the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by signing 

below: 

/Rafael Perez-Gutierrez/ 
Supervisory Patent Examiner, Art Unit 2617 
Claim Rejections - 35 USC §103 
1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

3. Claims 1,2, 10, 11, and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Huard et al (Huard, USPPA 2004/0259630) in view of Meade (US Patent 7,206,559 B2). 

4. Consider claims 1 and 19, Huard discloses a method for providing user data pertaining to 
a user of a mobile terminal (e.g., locator, which can be a handheld device, see [0017] lines 8-1 1) 
to a recommender system (e.g. selector, see [0021] lines 2-3) , the method comprising the steps 
of: 

determining, by the terminal, a current location of the terminal (See [0017] lines 5-6) wherein 
said current location is determined after receiving a initiating signal, said initiating signal being 
one of a user input (e.g., entering location information or activation) and a received signal (See 
[0017] lines 12-14 and 18-19) ; 

saving, in the terminal, an identifier of the determined location based on a longevity (See [0020], 
lines 4-6) of said terminal in an area proximate said current location (Since the steps in Huart 
include a monitoring element "activity monitor" that uses location information from the locator 
and timing the information against a timer value, these steps entail storing the location, and since 
the location has an ID, this means that location is to be identified and distinguished for 
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processing and storage, see [0018] lines 3-6); and 

informing, by means of the terminal, said recommender system of the determined location (See 
claims 36 and 37). 

Huard fails to explicitly teach that the recommender being a system of an actual consumer 
device. However, Meade teaches the mobile being used to apply and update user preferences in 
appliances and consumer devices such as DVR, PVR, or TIVO (See column 8, lines 51-54). 
It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify Huard' s invention with the feature taught by Meade in order to receive user 
preferences, suggestions, or rewards in devices such consumer electronic devices such 
recommended programs or TV purchases. 

5. Consider claim 10, Huard discloses a mobile terminal for providing user data 
pertaining to a user of said terminal (e.g., locator, which can be a handheld device, see [0017] 
lines 8-11) to a recommender system (e.g., selector, see [0021] lines 2-3), the apparatus 
comprising: 

a memory (Since the steps in Huart include a monitoring element "activity monitor" that uses 
location information from the locator and timing the information against a timer value, these 
steps entail storing the location, and since the location has an ID, this means that location is to be 
identified and distinguished for processing and storage, see [0018] lines 3-6); 
a transmitter (See [0017] lines 12-13); 

a receiver configured for receiving a wireless signal (See [0018] lines 3-4); and 
a processor for: 
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determining, a current location of the terminal (See [0017] lines 5-6), wherein said current 
location is determined after receiving a initiating signal, said initiating signal being one of a user 
input (e.g., entering location information or activation) and a received signal (See [0017] lines 
12-14 and 18-19); 

saving an identifier of the determined location (See [0018] lines 3-6) to said memory based on a 
longevity of said terminal in an area proximate said current location (See [0020], lines 4-6); and 
informing, by means of said transmitter, said recommender system of the determined location 
(See claims 36 and 37). 

.Huard fails to explicitly teach that the recommender being a system of an actual consumer 
device. However, Meade teaches the mobile being used to apply and update user preferences in 
appliances and consumer devices such as DVR, PVR, or TIVO (See column 8, lines 51-54). 
It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify Huard' s invention with the feature taught by Meade in order to receive user 
preferences, suggestions, or rewards in devices such consumer electronic devices such 
recommended programs or TV purchases. 

6. Consider claims 2 and 11, Huard in view of Meade discloses the method and the terminal 
in accordance with claims 1 and 10 respectively, Huard further teaches the method wherein said 
terminal further includes has an input device, said input device providing means for providing 
said initiating signal (e.g., entering location information or activation, see [0017] lines 12-14 and 
18-19). 
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7. Claims 3-8 and 12-17 are rejected under 35 U.S.C. 103 (a) as being unpatentable over 
Huard in view of Meade as applied to claim 1 and further in view of O'Neil (US 2002/0107027). 

8. Consider claims 3 and 12. Huard in view of Meade teaches the method and the terminal 
in accordance with claims 1 and 10 respectively. Huard in view of Meade fails to explicitly 
teach the method wherein said received signal causes said terminal to execute the steps of: 
recognizing, from the signal, whether said determined location is outside a predefined home 
territory of the user, and 

if it is recognized that the terminal is outside the home territory, automatically and without 
intervention by the user other than moving the terminal to a different location, initiating a timer 
for starting a first predetermined time period. 

Nonetheless, O'Neil discloses a method wherein said received signal causes said terminal to 
execute the steps of: 

recognizing, from the signal, whether said determined location is outside a predefined home 
territory of the user, and if it is recognized that the terminal is outside the home territory 
(inherent in roaming cellular phones), automatically and without intervention by the user other 
than moving the terminal to a different location (See claim 2 and 3). 

initiating a timer for starting a first predetermined time period (See [0039], lines 22-23. Note that 
timer is indispensable in application where counting the duration, delaying, or measuring time is 
required). 

It would have been obvious to one of ordinary skill in the art at the time of the invention was 
made to implement the system taught by Huard in view of Meade with an automatic start of 
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timer to record the presence of the user at a location other than his/her home location, because in 
Huard's invention, the location information is to be entered or the user enables the entry of the 
location, but only if the user stays at that location for a given time would the system validate that 
the user is effectively is at a location different from his/her home location, otherwise the user is 
passing by, roaming, or not staying there for long, which may not necessarily be of interest to the 
user. 

9. Regarding claims 4 and 13, Huard in view of Meade and O'Neil teach the method and the 
terminal according to claims 3 and 12 respectively. Huard as mentioned above teaches the 
current location determined in the determining step changes in corresponding with the movement 
of the terminal (Sec [0027], note that location can include a wider region location information 
not just inside a particular confined area). O'Neil further teaches that the current location 
determined in the determining step changes in correspondence with movement of the terminal, 
said current location comprising at any moment a region and a sub-region within the region (See 
abstract), the region and sub-region (an example of the region is particular shopping mall, 
wherein the sub-regions are local stores within that mall, see [0028], line 7) being discernible by 
the terminal from the signal, the starting step further comprising the step of monitoring said 
signal to determine whether at least one of the region and the sub-region stays constant over said 
first predetermined time period (See [0042], lines 4-6). 

It would have been obvious to use O'Neil timing scheme because one of ordinary skill in the art 
at the time of the invention would have had a good reason to pursue the idea of timing the 
location of the user in a particular region as it would have been within his/her technical grasp. In 
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another word, after determining the location of the user, before recommending any program, 
rewarding a prize, or considering the location as one of interest to the user, there must be a time 
interval to test if the user is effectively in an area long enough and he/she is not just passing by or 
roaming the area shortly. 

10. Regarding claims 5, 8, 14, and 17. Huard in view of Meade and O'Neil teaches the 
method and the terminal in accordance with claims 4 and 13 respectively. Huard in view of 
Meade and O'Neil teaches the method wherein the monitoring step comprises the steps of: 
monitoring said signal to determine whether the region stays constant over said first 
predetermined time period as mentioned above. Huard in view of Meade and O'Neil does not 
explicitly teach the step further comprising monitoring said signal to determine whether the sub- 
region stays constant over a second predetermined time period. However, it would have been 
obvious to one of ordinary skill in the art at the time of invention to monitor the location of the 
user in an area that is smaller than the previous one for another predetermined period of time, 
because part of the recommender's function is to narrow down or further select a particular 
outcome that is of interest to the user based on the location and the time spent in that location. It 
would have been obvious to further test if the user for example is still at a certain location in the 
play area or has moved to different play gallery. Furthermore, the monitoring is obvious to have 
encompassed testing if the user is at particular gallery or just passing by after shortly checking 
the game, if the user is there for shorter time than the predetermined time, then the recommender 
would not transmit or process the location information of said gallery. Similarly, before storing 
its location as one of interest, the mobile would continuously monitor its location over another 
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predetermined period of time to see if the user is at that location or have moved on. Therefore, it 
would have been obvious to one of ordinary skill in the art to pursue these steps which would 
have yielded the predictable results as set forth above. 

11. As to claims 6 and 15, Huard in view of Meade and O'Neil teaches the method and the 
terminal as discussed above in accordance with claims 5 and 14 respectively, Huard further 
teaches the saving step further comprises the step of saving the region as an identifier (See 
[0018] lines 3-6) and the informing step comprises the step of informing the recommender 
system of said region (Sec claims 36 and 37). Huard in view of Meade and O'Neil teaches testing 
the region to determine if it has stayed constant over a period of time as mentioned above. 
Although Huard in view of Meade and O'Neil does not explicitly teach the condition that if it is 
determined that the region has stayed constant over said first predetermined time period, testing 
for this condition would have been obvious because the purpose of including a monitoring step is 
to monitor the events by testing whether the timer reached a predetermined amount of time in the 
same region, if it does without any change of the location of the user, then this region might be 
of an interest to the user, and saving it for later transfer of this location information to the 
recommender for selecting a particular prize as in Huard or updating the preferences as in 
Meade. 

12. With regards to claims 7 and 16, Huard in view of Meade and O'Neil teach the method 
and the terminal as discussed above in accordance with claims 6 and 15 respectively, Huard does 
not teach the method wherein, if it is determined that both the region and the sub-region have 
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stayed constant over the first and second predetermined time periods respectively, the saving step 
further comprises the step of saving the sub-region as an identifier and the informing step 
comprises the step of informing the recommender system of said sub-region. However, as 
mentioned above, the monitoring function not only tests if the user has changed location in a 
region in a given time, it also has to test for change of location in a much narrower area (sub- 
region) if the first region is much larger, it would then have been obvious to one of ordinary skill 
in the art at the time of the invention, to store the location of the sub-region as an identifier 
because it will allow Huard's system to further narrow down by means of the recommender the 
selection of particular prizes in that particular sub-region in a gallery having multiple play areas. 

13. Claims 9 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Huard in 
view of Meade as applied to claim 1 above, and further in view of Smith (US Patent 6,580,914). 

14. Regarding claims 9 and 18, Smith in view of Meade and Kabala teaches the limitation in 
accordance with claims 1 and 10 respectively. Huard discloses a step that the recommending or 
selection, or rewarding step may be automatic (See [0046]). Huard does not teach expressly that 
the determining, saving steps are initiated automatically by the terminal without the intervention 
by the user other than moving the terminal to a different location and that the informing step is 
automatically initiated, but by means of a request by user. 

However, Smith teaches the method wherein the determining, saving steps are initiated 
automatically (See column 5, lines 29-30) by the terminal without the intervention by the user 
other than moving the terminal to a different location. Furthermore, Meade on the other hand 
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teaches the informing step is initiated automatically between the mobile device and a 
recommender (See column 10, lines 34-42). Note that making a process automatic as opposed to 
prompt input and manual initialization is recognized as part of the ordinary capabilities of one 
skilled in the art. It would have been obvious to one of ordinary skill at the time of the invention 
was made to add this feature as taught by Smith and Meade to Huard's invention because of the 
convenience it offers the user. 

Response to Arguments 

Applicant's arguments, see Appeal Brief on pages 11-14, filed 06/05/2009, with respect 
to the rejection(s) of claim(s) 1-19 under 103 (a) have been fully considered and are persuasive. 
Therefore, the rejection has been withdrawn. However, upon further consideration, a new 
ground(s) of rejection is made in view of Huard in view of Meade and Oneil or Huard in view of 
Meade and Smith. 

In the previous rejection Smith in view of Meade taught the recommender system that 
selectively recommends a particular advertising depending on the location of the mobile and the 
preferences that pertain to the user, where the mobile transfer said preferences determined based 
on the location to a consumer electronic system. However, Smith in view of Meade lacked any 
suggestion regarding the time spend at a particular location then determining that such location 
might constitute an interest or become a preference to the user and use it in deciding to store the 
location identification to later recommend such location related information in providing a 
program. Therefore, there was no motivation to import the feature from Kabala, and one of 
ordinary skill in the art may not find obvious to modify Smith's invention so to perform in a 
similar fashion the steps disclosed in the present application. However, in view of the new 
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grounds of rejection, Huard discloses a recommending system or selective system of prizes that 
determines/decides based on the location and the time spent in that location to selectively reward 
or provide the user with whatever his objectives were by being at that location. Applicant's 
claimed invention would be very foreseeable from the disclosure of Huard in view of Meade and 
the extension of its objectives to one of ordinary skill in the art. In another word, Huard's 
invention discloses the time related feature, the locating feature, as well as the recommending 
feature in a portable or handheld device. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ISSAM CHAKOUR whose telephone number is (571) 270-5889. 
The examiner can normally be reached on Monday-Thursday (8:30-6:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Perez Rafael can be reached on (571) 272-7915. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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II. C.I 

Examiner, Art Unit 2617 

/Rafael Perez-Gutierrez/ 

Supervisory Patent Examiner, Art Unit 2617 



